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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter, which the applicant regards as his invention. 

2. Claim 13 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 13 recites ". . .the first subscriber in the network element. . ." It is unclear how the 
first subscriber can be 'in' the network element. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1,2,3,4,6,10,11,12,14,17,18 and 19 are rejected under 35 U.S.C. 102(a) as being 
anticipated by the Admitted Prior Art discussed in the present application, hereafter referred to as 
APA. 

Referring to claims 1,2,3,4,6,10,1 1,12,14,17,18 and 19, APA discloses a 
telecommunications system having a packet-switching communications network, comprising at 
least a first subscriber connected to the packet-switching communications network (terminals are 
connected to a packet switched network (see pages 2 and 3)) and a network element of a circuit- 
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switching communications network connected to the packet-switching communications network 
using an interface unit (a gateway is connected between the packet switched network and a 
circuit switched network (see pages 2 and 3)). wherein first signaling information is transmitted 
between the network element and the first subscriber (user-channel-related signaling messages 
are transmitted between the terminal and the gateway that converts DSS1 messages to 
H.323/H.225 messages (see pages 2 and 3)), the first signaling information corresponding to a 
signaling standard of a circuit-switching communications network (the first signaling is DSS1 
signaling which corresponds to circuit switched networks (see pages 2 and 3)); 

wherein the first signaling information corresponds to a DSSI signaling protocol (the first 
signaling is DSSI signaling which corresponds to circuit switched networks (see pages 2 and 3)); 

wherein a portion of the first signaling information is converted into second signaling 
information using the interface unit and is transmitted as second signaling information between 
the interface unit and the first subscriber (user-channel-related signaling messages are 
transmitted between the terminal and the gateway that converts DSSI messages to H.323/H.225 
messages (see pages 2 and 3)); 

wherein the second signaling information corresponds to an H.323/H.450 signaling 
protocol (user-channel-related signaling messages are transmitted between the terminal and the 
gateway that converts DSSI messages to H.323 messages (see pages 2 and 3)); 

wherein the interface unit converts the first signaling information of the network element 
into second signaling information, and further converts the second signaling information into the 
first signaling information (user-channel-related signaling messages are transmitted between the 
terminal and the gateway that converts DSSI messages to H.323 messages and vice versa (see 
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pages 2 and 3)), the first signaling information signaling information of the circuits switching 
communications network which can be converted the second signaling information (the first 
signaling is DSS1 signaling which corresponds to circuit switched networks (see pages 2 and 3)); 

wherein user data is transmitted using the network element when there is a connection 
between the first subscriber and at least one second subscriber (the system is used for transmitted 
information between subscribers since this is what the H.323 standard is for (see pages 2 and 3)). 

wherein the user data is transmitted directly between the first and second subscribers 
using the packet- switching communications network when there is a connection between the 
first sub scriber and the at least one second subscriber of the packet-switching communications 
network(the system is used for transmitted information between subscribers since this is what the 
H.323 standard is for (see pages 2 and 3)). 

wherein a call number is assigned to the first subscriber in the network element, the first 
subscriber in the packet-switching communications network has a subscriber address, and 
wherein the assignment between the subscriber address and the call number is made using a 
control unit (the subscribers have addresses and the gatekeeper assigns addresses (see pafes 2 
and 3)); 

wherein the packet-switching communications network is a data network which is based 
on an Internet protocol, and the first subscriber is an IP terminal (the packet network is the 
Internet and thus the terminal connected to it is an IP terminal (see pages 2 and 3)); 

wherein the first subscriber sets up a voice connection to a second subscriber (the H.323 
standardized protocol is used for setting up voice calls through the Internet (see pages 2 and 3)). 
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wherein the second signaling information is transmitted using signaling packets of the 
packet-switching communications network, and wherein the first signaling information is 
transmitted using a data area of the signaling packets which does not contain any second 
signaling information (the terms 'data area' taken broadly can merely mean bit position in a 
packet and since any one bit position can only hold one bit, that bit must be related to either the 
first or second signaling bits that are being converted by the gateway and thus inherently the 
signaling bits of one are not in the data area of the other). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

5. Claims 5,9,15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
APA. 

Referring to claims 5 and 9, APA discloses the system discussed above. APA does not 
disclose that the second signaling information corresponds to a SIP signaling protocol nor does 
the APA disclose that the signaling between the subscribers uses the tunneling principle. 
However, as pointed out in the specification on page 6, SIP is an established standard and 
tunneling is also an established communications standard. Thus, it would have been obvious to 
one skilled in the art at the time of the invention to implement SEP and tunneling in the APA 
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because doing so would reduce production costs since SIP and tunneling are already established 
standards. 

Referring to claims 15 and 16, APA discloses the system discussed above. APA does not 
disclose that the first subscriber is administered as a subscriber with one of an ISDN basic access 
and a broadband ISDN access in the network element and that the ISDN access is one of an 
ISDN access in point-to-point configuration and an ISDN access in point-to- multipoint 
configuration. However, ISDN and this configuration are established standards. Thus, it would 
have been obvious to one skilled in the art at the time of the invention to implement this standard 
in the APA because doing so would reduce production costs. 

6. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over APA in 
view of Klaghofer et al. (USPN 6,466,662), hereafter referred to as Klaghofer. 

Referring to claims 7 and 8, APA discloses the system discussed above. APA does not 
disclose that a feature is provided to the subscriber that cannot be used by the second signaling 
information nor does nit disclose any particular feature. However, Klaghofer discloses a system 
wherein at least one service or feature which cannot be used by the second signaling information 
is made available for use to the first subscriber via the first signaling information (a call transfer 
procedure cannot normally be performed using H.323 related signaling (see column 1)) and the 
service or feature is at least one of call pick-up, call divert, call forwarding, call name display, 
subscriber cut-in, subscriber-dependent ringing, three-way conferencing, large-scale 
conferencing, holding, displaying of toll information, a closed user group, a private call number 
schedule, call number identification, automatic callback when busy, automatic callback when no 
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reply, call barring, call waiting and call transfer (the feature is a call transfer feature (see column 
!))• 

7. Claim 13, as best understood, is rejected under 35 U.S. C. 103(a) as being unpatentable 
over APA in view of Swartz et al. (USPN 6,330,244), hereafter referred to as Swartz. 

Referring to claim 13, APA discloses the system discussed above. APA does not disclose 
that the first subscriber in the network element assumes the functions of one of a main line and 
an extension. However, Swartz discloses a system wherein line extensions are used to implement 
PBX functions over the H.323 protocol (see columns 1 1 and 12)). It would have been obvious to 
one skilled in the art at the time of the invention to implement this feature into the APA because 
doing so would make the system more flexible by using extensions and would also allow the 
system to cooperate with existing PBX systems thereby making the system more versatile. 

Conclusion 

8. The following prior art, which is made of record and not relied upon, is considered 
pertinent to applicant's disclosure: 

a. U.S. Patent Number 6,3 14,284 to Patel et al. 

b. U.S. Patent Number 6,738,390 to Xu et al. 

c. U. S. Patent Number 6,707,797 to Gardell et al 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Odland whose telephone number is (571) 272-3096. The 
examiner can normally be reached on Monday - Friday from 8am to 5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hassan Kizou, can be reached at (571) 272-3088. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free), 
deo 

November 29, 2004 
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